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This communication is in response to the Notification of 
Non-Compliance, paper no. (unspecified), dated September 26, 
2003. 

In the Notification of Non-Compliance, the examiner takes 
the position that the reply containing the amended Appeal Brief 
filed by appellants on June 30, 2003 was not fully responsive in 
that the Appeal Brief failed to "provide separate arguments for 
the claims as stated by the ^Grouping of Claims' or otherwise set 
forth a 'grouping' of the claims that corresponds to the claims 
argued/' See p. 2 of the Notification of Non-Compliance. 

In response, appellants respectfully submit that their reply 
and amended Appeal Brief filed on June 30, 2003, was fully 
responsive to the examiner' s first Notification of Non- 
Compliance. 37 C.F.R. 1.192(c)(7) states as follows: 
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"Grouping of Claims. For each ground of rejection 
which appellant contests and which applies to a group 
of two or more claims, the Board shall select a single 
claim from the group and shall decide the appeal as to 
the ground of rejection on the basis of that claim 
alone unless a statement is included that the claims 



of the group do not stand or fall together and, in the 

argument under paragraph (c) (8) of this section, 
appellant explains why the claims of the group are 
believed to be separately patentable. Merely pointing 
5 out differences in what the claims cover is not an 

argument as to why the claims are separately 
patentable." (Emphasis added) 

Section 1.192(c) (7) is permissive with regard to the appellant. 
That is, this section is directed to what the Board must do in 

10' considering the appeal, not what the appellant should do in 
preparing the appeal brief. It merely allows the appellant the 
option of having each claim independently considered by the 
Board. Stated another way, 37 C.F.R. 1.192(c)(7) provides that 
unless a statement is included (in the appeal brief) regarding 

15 the grouping of the claims (and arguments provided) , "the Board 
shall select a single claim.'' Clearly then, the appellant could 
omit such a statement regarding the grouping of the claims and 
still be in compliance with 1.192(c), so long as the other 
subsections (which are requirements of appellant) are met. 

20 Based on the clearly permissive nature of 37 C.F.R. 

1.192(c)(7), appellants again respectfully submit: (1) That 

their original appeal brief was in full compliance with 1.192(c); 
(2) That their amended appeal brief filed on June 30, 2003, was 
in full compliance with 1.192(c); and (3) that the attached 

25 second amended appeal brief is fully compliant with 1.192(c). 

All briefs previously filed by appellants contained the 
(optional) statement about the grouping of the claims, and 
presented arguments in support thereof. While it may be that the 
Board would find such arguments unpersuasive, that is a question 

30 for the Board, not whether the brief fails to comply with 37 
C.F.R. 1. 192 (c) . 

On October 1, 2003, the undersigned counsel for appellants 
conducted an extensive telephone interview with the examiner's 
supervisor, Daniel P. Stodola. This telephone interview was 

35 conducted in an effort to determine the specific issues the 
Patent Office wanted addressed in the second Notification of Non- 
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Compliance in order to avoid having the Office find appellants' 
response again to be non-compliant. The requirements of 37 
C.F.R. 1.192(c) were discussed at length, as was appellants' 
position that their first reply and amended Appeal Brief were 
5 fully compliant with 37 C.F.R. 1.192(c) . The undersigned counsel 
also expressed concern about the nearly two-month delay between 
when appellants submitted their reply (mailed June 30, 2003) to 
the first notice of non-compliance and the issuance of second 
notification of non-compliance (mailed September 26, 2003) . Mr. 
10 Stodola offered no explanation for the delay, but agreed it was 
too long. 

While not admitting that their first response, or even the 
original Appeal Brief was non-compliant with 37 C.F.R. 1.192(c), 
for the reasons stated herein, appellants include herewith a 
15 second amended Appeal Brief in triplicate wherein the "Grouping 
of the Claims" section is again amended to identify those claims 
that stand for fall together within the particular ground of 
re j ection . 

Accordingly, appellants believe that the amended appeal 
20 brief filed concurrently herewith is fully compliant with 37 
C.F.R. 1.192(c) . 
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Respectfully submitted, 
DAHL & OSTERLOTH, L.L.P. 



By: 





re 



rruce E. Dahl 
PTO Registration No. 33,670 
555 Seventeenth Street, Suite 3405 
Denver, CO 80202 
(303) 291-3200 



Date: A0^~&3> 
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